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REMARKS 

Applicant submits that the following clear legal deficiency exists in the rejection. 
Namely, the previous Office Action equates "determining whether a message has been 
previously compressed" with the basic operation of compressing a message, which are 
two functions that are known to be technically very different from each other. The 
Advisory Action seems to allege that determining whether a message has been 
previously compressed is inherent in the basic operation of compressing a message. 
Even if the cited reference, Shaffer, discloses compressing a message, as pointed out 
on page 2 of the Advisory Action mailed May 3, 2007, Shaffer fails to disclose 
"determining whether a message has been previously compressed," nor is the 
determination inherent in compressing a message. Therefore, the reference does not 
disclose the cited element, and the rejections should be withdrawn. 

I. Status 

Claims 1-3, 6-8, 15, and 21-45 are rejected under 35 U.S.C. 102(e) as allegedly 
being anticipated by Shaffer, etal. (U.S. Patent No. 6,842,768). These rejections are 
respectfully traversed. 

II. Rejections of Independent Claims 1, 21, and 35 Under 35 U.S.C. 5102(e) 

Independent claims 1,21, and 35 are rejected under 35 U.S.C. 1 02(e) as 
allegedly being anticipated by Shaffer, etal. (U.S. Patent No. 6,842,768). 
Independent claim 1 recites: 

1 . A method for automatically managing an electronic mail server application 
on a host computer, comprising: 

checking an electronic mail message against a predetermined criteria; 
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determining whether the message has been previously compressed, 

compacting a non-attachment portion of the electronic mail message if the 
predetermined criteria is satisfied and if the message has not been 
previously compressed; and 

storing the compacted electronic mail message. 
(Emphasis added). 

Applicant respectfully submits that claim 1 patently defines over the cited art for at 
least the reason that the cited art does not disclose the features emphasized above. For a 
proper rejection of a claim under 35 U.S.C. §102, the cited reference must disclose, teach, 
or suggest all elements/features of the claim at issue. See, e.g., E.I. du Pont de Nemours 
& Co. v. Phillips Petroleum Co., 849 F.2d 1430, 7 U.S.P.Q.2d 1 129 (Fed. Cir. 1988). 

Applicant respectfully submits that independent claim 1 is allowable for at least 
the reason that Shaffer does not disclose, teach, or suggest at least determining 
whether the message has been previously compressed. Even if, assuming for the 
sake of argument, Shaffer discloses the compression of a file, Shaffer fails to disclose 
determining whether the file was previously compressed. The Final Office Action 
asserts that "a file may have an infinite number of varying degrees of compression." 
See Office Action, pg. 3. Applicant respectfully submits that there may be many ways 
to determine whether a file has been previously compressed, including determining if 
the file is a "zipped file" as disclosed on page 1 1 of the Specification. Additionally, a 
particular file may be compressed many times, using different compression methods. In 
claim 1 , a determination is made regarding whether the file has been previously 
compressed. This may be performed using various methods, but no particular method 
is claimed. If the file has not been previously compressed, the file is compacted. 
However, Shaffer clearly fails to disclose any method whatsoever of determining if the 
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file has been previously compressed, regardless of any method used to compress the 
file. A message size, by itself, without knowledge of a previous message size, does 
not indicate whether a file has been compressed. 

The Advisory Action appears to allege that determining if a file has been 
previously compressed is inherent in compressing a file. "Anticipation by inherency 
requires that 1) the missing descriptive matter be 'necessarily present' in the prior art 
reference ..." Continental Can Co. v. Monsanto Co., 948 F.2d 1264 (Fed. Cir. 1991). A 
file could certainly be compressed without determining whether it has been previously 
compressed; so, the determining is not necessarily present. Therefore, determining if a 
file has been previously compressed is not inherent to the disclosure of Shaffer. 

Applicant respectfully submits that Shaffer does not anticipate independent claim 
1 , and the rejection should be withdrawn for at least that reason. Independent claims 
21 and 35 include similar recitations as independent claim 1 and are also allowable over 
Shaffer tor at least the reasons given above. 

For at least the reason that the independent claims are allowable over the cited 
references of record, the dependent claims are allowable as a matter of law for at least 
the reason that the dependent claims contain all the features of the independent claims. 
See Minnesota Mining and Manufacturing Co. v. Chemque, Inc., 303 F.3d 1294, 1299 
(Fed. Cir. 2002) Jeneric/Pentron, Inc. v. Dillon Co., 205 F.3d 1377, 54 U.S.P.Q.2d 1086 
(Fed. Cir. 2000); Wahpeton Canvas Co. v. Frontier Inc., 870 F.2d 1546, 10 U.S.P.Q.2d 
1201 (Fed. Cir. 1989). Therefore, since the dependent claims are patentable over 
Shaffer, the rejection to the dependent claims should be withdrawn and the claims 
allowed. 
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For at least the reasons set forth above, favorable reconsideration and 
allowance, or the re-opening of prosecution on the merits of the present application and 
all pending claims are hereby courteously requested. 



Respectfully submitted, 



THOMAS, KAYDEN, HORSTEMEYER 
& RISLEY, L.L.P. 



/BAB/ 

Benjamin A. Balser, Reg. No. 58,169 

100 Galleria Parkway, NW 
Suite 1750 

Atlanta, Georgia 30339-5948 
Tel: (770)933-9500 
Fax: (770) 951-0933 
Customer No.: 38823 



